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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name GAIA ENTERPRISES, INC.

Entity Corporation Citizenship Pennsylvania

Address 103 Roy Lane
Huntingdon Valley, PA 19006
UNITED STATES

Attorney informa-
tion

Christopher Darrow
Darrow Law Office
748 23rd Street Suite 1
Santa Monica, CA 90402
UNITED STATES
darrow@darrowlegal.com Phone:310-717-7813

Registration Subject to Cancellation

Registration No 3963355 Registration date 05/17/2011

Registrant COMPASS MINERALS AMERICA INC.
9900 W. 109TH ST., SUITE 100
OVERLAND PARK, KS 66210
UNITED STATES

Goods/Services Subject to Cancellation

Class 001. First Use: 2010/09/22 First Use In Commerce: 2010/09/22
All goods and services in the class are cancelled, namely: De-icing and ice prevention preparationfor
roadways, sidewalks and other pavedsurfaces

Grounds for Cancellation

Deceptiveness Trademark Act section 2(a)

False suggestion of a connection Trademark Act section 2(a)

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Petitioner as Basis for Cancellation

U.S. Registration
No.

4156873 Application Date 07/19/2011

Registration Date 06/12/2012 Foreign Priority
Date

NONE

Word Mark SAFE PAW

http://estta.uspto.gov


Design Mark

Description of
Mark

The mark consists of word "SAFE" is over top of word "PAW" and to the right of
word "PAW" is a graphic of a paw print with a cross within it.

Goods/Services Class 001. First use: First Use: 1995/05/01 First Use In Commerce: 1995/05/01
Chemical preparations for melting snow and ice

U.S. Registration
No.

4288928 Application Date 06/28/2012

Registration Date 02/12/2013 Foreign Priority
Date

NONE

Word Mark SAFE PAW

Design Mark

Description of
Mark

NONE

Goods/Services Class 001. First use: First Use: 1995/05/01 First Use In Commerce: 1995/05/01
Chemical preparations for melting snow and ice

Attachments 85374903#TMSN.png( bytes )
85663741#TMSN.png( bytes )
Petition to Cancel.pdf(136057 bytes )
Exhibit A safe-paw-ice-melter-8-lbs-17.pdf(54313 bytes )
Exhibit B sure paws container.pdf(38808 bytes )
Exhibit C Amazon Page.pdf(1931360 bytes )

Certificate of Service



The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Christopher Darrow/

Name Christopher Darrow

Date 12/09/2015
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

GAIA ENTERPRISES, INC. 

 

  Petitioner 

 

vs. 

 

COMPASS MINERALS AMERICA, INC. 

 

  Registrant 

 

Cancellation No.  

 

In the Matter of Reg. No. 3963355 

 

Mark:  SURE PAWS 

 

Date Registered:  May 17, 2011 

 

 

  

PETITION TO CANCEL 

 As grounds for this cancellation, it is alleged that: 

1. Petitioner, Gaia Enterprises, Inc., a Pennsylvania corporation with its principal 

place of business at 103 Roy Lane, Huntingdon Valley, Pennsylvania 19006, believes that it is or 

will be damaged by the continued registration of Registration No. 3963355 and hereby petitions 

the Trademark Trial and Appeal Board to cancel the same. 

2. Upon information and belief, Registrant, Compass Minerals America, Inc., is a 

Delaware corporation with its principal place of business at 9900 W. 109
th

 Street, Suite 100, 

Overland Park, Kansas 66210. 

3. Description of Registrant’s Registration No. 3963355:  Filed under Section 1(b) 

on April 8, 2010 for the mark SURE PAWS; registered on the Principal Register in International 

Class 1 for “de-icing and ice prevention preparation for roadways, sidewalks and other paved 

surfaces.”  First use anywhere and in commerce alleged to be September 22, 2010. 

4. Petitioner’s first use anywhere and in commerce was at least May 1, 1995, well 

before the Registrant’s first use dates.  Description of Petitioner’s Registrations:  (1) Registration 
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No. 4156873 filed under Section 1(a) on July 19, 2011for the mark SAFE PAW and design; 

registered on the Principal Register in International Class 1 for “chemical preparations for 

melting snow and ice.”  First use anywhere and in commerce was at least May 1, 1995.  (2) 

Registration No. 4288928 filed under Section 1(a) on June 28, 2012 for the mark SAFE PAW; 

registered on the Principal Register in International Class 1 for “chemical preparations for 

melting snow and ice.”  First use anywhere and in commerce was at least May 1, 1995.   

5. Petitioner has been continuously and extensively using it marks in interstate 

commerce from at least May 1, 1995 until the present.  Its use has been extensive and had been 

known to the Registrant and it predecessors for a long period of time prior to Registrant’s 

application for registration of the mark at issue.  Among Petitioner’s customers was the Costco 

Wholesale Corporation which featured Petitioner’s safe and salt free de-icing products in 

locations throughout the United States.  Since 1995, Petitioner packaged its preparations in a 

number of containers including a unique plastic bottle design that was essentially copied by the 

Registrant indicating that the Registrant was not only familiar with the Petitioner and Petitioner’s 

trademark but adopted Registrant’s trademark and package design with the intention of usurping 

the goodwill and markets developed by the Petitioner.  A photo of Petitioner’s package is 

attached hereto as Exhibit A and a photo of Registrant’s package is attached hereto as Exhibit B.  

In addition to applying the confusingly similar SURE PAWS mark to the packaging, Registrant 

also applied the phrase SAFE STEP to the packaging, which is likely to cause even more 

customer confusion with Petitioner’s SAFE PAW trademark. 

6. An example of how confusion can occur can be found when searching for the 

product on Amazon.com.  A search resulted in the page attached hereto as Exhibit C.  It shows 

the Petitioner’s and Registrant’s products side by side.  Clearly, a consumer is likely to be 

confused when seeing the similarity of the products. 

7. It is important to note that the composition of the products is not similar.  Both 

products can melt ice, but they do so in very different ways.  The Petitioner’s product does not 

include any caustic salts such as sodium chloride which can be damaging to an animal’s paws.  
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The Registrant’s product, which claims not to have salt, includes magnesium chloride which is a 

salt having caustic and corrosive properties that are similar to sodium chloride.  Not only do 

these compounds harm pet animal paws, but sodium chloride and magnesium chloride also 

corrode metals and other surfaces whereas the Petitioner’s product, which does not contain either 

salt, does not cause such negative effects.  Furthermore, melt water containing magnesium 

chloride is highly electrically conductive and can negatively affect electrical circuitry. Therefore, 

a consumer of Registrant’s product who is dissatisfied with it is likely to shun the Petitioner’s 

product believing that it likewise contains a caustic compound, thereby harming Petitioner’s 

goodwill, disparaging its product and diluting the value of Petitioner’s brand. 

8. In spite of Registrant’s knowledge of Petitioner’s goods and its marks, Registrant 

nevertheless filed its application to register its deliberately confusingly similar mark stating in 

Registrant’s declaration, under oath, that “…to the best of his/her knowledge and belief no other 

person, firm, corporation, or association has the right to use the mark in commerce, either in the 

identical form thereof or in such near resemblance thereto as to be likely, when used on or in 

connection with the  goods/services of such other person, to cause confusion, or to cause 

mistake, or to deceive…”  This statement was false when it was made. 

9. The Registrant’s intention was to willfully interfere with the Petitioner’s business 

by confusing the public as to source and sponsorship and to try to wrongfully profit off the brand 

recognition and goodwill that Petitioner had generated for its “SAFE PAW” brand. 

False Suggestion of a Connection, Disparagement and Likelihood of Confusion 

10. Petitioner incorporates by reference herein paragraphs 1 through 9 above as 

though fully set forth in this Count. 

11. Petitioner has, since at least May 1, 1995, used its mark in conjunction with its 

promotion and sale of de-icing products.  Petitioner established rights in its mark prior to 

Registrant in that Registrant had not used its mark in commerce prior to September 22, 2010.  

Petitioner’s first use of the mark predates any demonstrable use of the mark by Registrant.    



4 

PETITION TO CANCEL 
 

12. Registrant’s SURE PAWS mark, when applied to the Registrant’s goods, creates 

a false and misleading suggestion of a connection with the Petitioner’s SAFE PAW marks 

creating a likelihood of consumer confusion as to the source of Petitioner’s goods such that 

consumers are likely to believe that Respondent is the source of said items.  The goods recited in 

Registrant’s registration overlap and are closely related to the Petitioner’s goods as they are 

specified in the Petitioner’s registrations made of record above and in the Petitioner’s common 

law uses dating back to at least May 1. 1995.   They are both marketed as being ice melting 

products that are safe for the paws of household pets.  Ordinary consumers of the products in the 

marketplace would find the goods as marketed under their respective names and uses to be 

confusingly similar. 

13. As stated above, the Registrant’s product that is sold under the confusingly 

similar trademark SURE PAWS is inferior to the Petitioner’s product that is sold under the 

trademark SAFE PAW.  Registrant’s product may cause harm rather than prevent harm as does 

the Petitioner’s product.  As such, Registrant’s use of its confusingly similar mark is likely to 

tarnish the Petitioner’s mark and bring it into contempt and disrepute. 

Fraud 

14. Petitioner incorporates by reference herein paragraphs 1 through 13 above as 

though fully set forth in this Count. 

15. Registrant committed actual fraud on the USPTO and the public by virtue of the 

inaccurate factual statements it made under oath when filing the application for the subject 

trademark. 

16. Registrant filed the application for the subject trademark for a name that 

Registrant knew was confusingly similar to the Petitioner’s trademarks as part of a plan to 

interfere with the valuable goodwill that the Petitioner has earned through its significant sales 

and marketing efforts.  Registrant’s intent was to confuse the public and the channels of trade in 

order to disrupt the business of the Petitioner.  In fact, actual disruption has occurred in that 

valuable business relationships that the Petitioner had developed have been lost by the actions of 
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the Registrant.  Registrant chose to mislead the USPTO by its statement that “…to the best of 

his/her knowledge and belief no other person, firm, corporation, or association has the right to 

use the mark in commerce, either in the identical form thereof or in such near resemblance 

thereto as to be likely, when used on or in connection with the  goods/services of such other 

person, to cause confusion, or to cause mistake, or to deceive…” and allowed the USPTO to rely 

on this falsehood. 

17. Specifically, all factual statements in Registrant’s application regarding its right to 

use a name confusingly similar to the Petitioner’s name were made knowingly of their falsity.  

Registrant and its principals knew about the activities of the Petitioner and how Petitioner was 

using its marks.  Registrant intended to confuse the public and to hide the ball from the USPTO.  

Registrant made knowing, false statements under oath.  

18. Registrant’s statements were material to the examination of the application for the 

mark that is the subject of this proceeding.  Registrant knew that its rights were inferior to the 

rights of the Petitioner and its statements to the opposite are among the most material statements 

that an applicant can make to the USPTO regarding a trademark application. 

19. Registrant fully intended that the USPTO rely on its misrepresentations in order to 

obtain allowance of is application.   The USPTO relies on the integrity of declarants presenting 

information and does no independent investigation or corroboration of facts contained in 

declarations and other filings.  Based on the false statements of the Registrant, the USPTO 

allowed the subject application and registered the confusingly similar mark.  The USPTO would 

not have done so if the Registrant had been truthful in its declaration. 

20. The Registrant knowingly made false and material representations of fact in order 

to induce the PTO to register the “SURE PAWS” mark. 

21.  Based on the aforementioned facts, Registrant knowingly made material false 

statements and committed fraud in order to procure rights to which it is not entitled. 

WHEREFORE, Petitioner Gaia Enterprises, Inc. prays that this Petition be sustained and 

that the registration of the subject mark be cancelled.  The filing fee under 37 C.F.R. Section  
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2.6(a)(16) is being submitted contemporaneously herewith. 

 

Respectfully submitted:   Dated: December 9, 2015 

 

     By:  _/ Christopher Darrow/_ 

             Christopher Darrow (CA Bar No. 70701) 

 

      Darrow Law Office 

      748 23
rd

 Street 

      Santa Monica, CA 90402 

      Telephone:  (310) 717-7813 

      Email:  darrow@darrowlegal.com 
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CERTIFICATE OF SERVICE 
 

I hereby certify that on December 9, 2015, I served a copy of the foregoing Petition to Cancel on 

the Registrant by mailing a copy thereof by First Class Mail, postage prepaid, addressed to 

Registrant at Registrants' correspondence address of record in the records of the Patent and 

Trademark Office as follows. 
 
Compass Minerals America, Inc. 
9900 W. 109

th
 Street, Suite 100 

Overland Park, Kansas 66210 
 
Courtesy copy by email to: 
  
Elizabeth A. Tassi 
Stinson Leonard Street LLP 
Stinson Trademark Administrator 
1201 Walnut Street, Suite 2900 
Kansas City, Missouri 64106-2150 
816.842.8600 
Trademark@stinsonleonard.com 
 
Attorneys for Registrant 
 
 
      __/ Christopher Darrow /__ 
            Christopher Darrow 

 



 



 



 


















